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Docket No. 4208-4007 
IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



Applicant(s): Marko VANSKA, et al. 



Group Art Unit: 2143 



Serial No.: 



09/824,781 



Examiner: 



Joseph E. AVELLINO 



Filed: 



April 4, 2001 



For: 



OPERATING USER PROFILES WITH DISTRIBUTED PROFILE MODEL USING 
A HYBRID TERMINAL 



PRE- APPEAL BRIEF 



Mail Stop AF 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 



Sir: 



Responsive to the Final Official Action dated July 6, 2006 and the Advisory 



Action, the Applicants respectfully request a Pre- Appeal Conference and submit the following 
remarks for consideration. This Pre- Appeal Brief is being filed along with a Notice of Appeal, 
the transmittal Requesting a Pre- Appeal Conference and a Petition and Fee for a three-month 
extension of time. 



rejected under 35 U.S.C. § 103(a) as being allegedly unpatentable over Doi et al. (US 
2001/001491 1) in view of Lunsford et al. (US 6,982,962). Claim 33 remains rejected under 35 
U.S.C. § 103(a) as being allegedly unpatentable over Doi in view of Lunsford and further in 
view of Carothers et al. (US 2002/00691 17). Claim 29 remains rejected under 35 U.S.C. § 
103(a) as being allegedly unpatentable over Doi in view of Lunsford and further in view of 



REMARKS 



Claims 1-39 are currently pending. Claims 1-18, 21-25, 31-32 and 34-39 remain 
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Owen et al. (US 6,61 1,501). The Applicants respectfully disagree with these rejections, as 

follows. 

Claim 1 is directed to a method involving (1) recognizing one or more service 
opportunities of a service operator on a user device operated by a user; (2) determining a privacy 
level at which communications is conducted with the service operator relating to the one or more 
service opportunities of the service operator; and (3) conducting the communications with the 
service operator at the privacy level. The recognizing occurs before the determining and the 
conducting. That is, in claim 1, the claimed recognizing, determining and conducting are 
performed with respect to the same service operator or in the context of a service opportunity of 
the same service operator. 

In the Advisory Action, the Examiner now states: 

As to point (1) taken in the context of Lunsford modified by Doi, Lunsford would 
receive the services provided by the service provider (via the services discovery 
protocol layer 260) via an inquiry page wherein the page is done anonymously 
(%29), once the appropriateness of the service provider is ascertained, as well as 
the security level supplied by the provider in conjunction with the preferences of 
the user, the dynamic profile provisioning system of Doi would filter the profile 
based on the type of transaction (Doi: Figure 12; f69) thereby conducting 
communications at the ascertained privacy level. By this rationale, the 
combination of Lunsford in view of Doi clearly meet the claimed invention, and 
therefore the rejection is maintained. 

The Applicants respectfully disagree with the Examiner's assertions. The Examiner continues to 

address claim 1 in an arbitrary piecemeal fashion without taking into proper context the 

teachings of the cited references in view of the claims as a whole. 

Doi as relied upon by the Examiner describes a system in which a user through a 

mobile terminal is able to obtain services, such as a user non-identification or identification 

service, from a service provider across a network connection via the Internet. See Doi, Fig. 1 1 . 

In operation, the mobile terminal sends a service request to the already known service provider 

(and its services) across the wireless network 18, gateway 19 and Internet 20. Thus, the mobile 
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terminal 10 does not perform any recognizing of one or more service opportunities of the 

location dependent service provider or such recognizing occurring before the determining and 

conducting operations. Lunsford does not remedy these deficiencies in the teaching of Doi. 

First, as best understood, the Examiner still appears to rely on the user non- 
identification or identification services and the service providing servers (accessible across the 
Internet) in Doi as reading on the claimed service opportunity and service operator, respectively, 
with reference to the determining and conducting operations as claimed. Since Lunsford as 
relied upon the Examiner relates to the ability to detect and select network access providers (e.g., 
inquiry page), it is unclear how this capability pertaining to network access in Lunsford would 
provide the teaching, suggestion or motivation for modifying the system of Doi to allow a mobile 
terminal to recognize the services, e.g., non-user identification or identification service, of the 
service providing servers before the claimed determining and conducting operations. Lunsford 
simply deals with establishing network connection and does not deal with services available 
across the connection (e.g., Internet) such as in Doi or the recognition of any such services. That 
is, the nature of the services in Doi and Lunsford are different. The Examiner completely 
ignores this difference between Lunsford and Doi and, as such, is arbitrarily picking and 
choosing from the cited references without evaluating the references as a whole or in their proper 
context. Further, claim 1 as a whole makes clear that the communications (as they relate to 
recognized service opportunities) with the service operator is conducted at the privacy level 
and thus the service opportunities do not pertain to "network access" as taught in Lunsford. 

Second, as noted above, the mobile terminal in Doi is already aware of the service 
provider (and its services) since it sends a service request to the service provider across the 
wireless network 18, gateway 19 and Internet 20. Thus, it is still unclear why one of ordinary 
skill in the art would modify the Doi system to implement any recognizing operation, as claimed. 
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The Examiner simply ignores this point and provides nothing in the way of any motivational 

basis or rationale, or objective support for the alleged modification or combination. 

Third, even assuming for argument sake that the teaching of Doi and Lunsford 
may be combined, the resulting combination would not disclose or suggest the claimed 
combination of claim 1 . Instead, if combined, the resulting system or method at best would 
simply allow the mobile terminal of Doi to be able to select a network access or network access 
provider (as taught in Lunsford) to access the Internet and thereafter through the selected 
network access send a service request to the already known service provider (and its services) as 
in Doi across the Internet. It is clear that the resulting combination still would not disclose or 
suggest the claimed recognizing operation or the operations of the recognizing, determining and 
conducting being performed with respect to the same service operator or service opportunity es). 
This aspect continues to be ignored by the Examiner. 

Finally, the Examiner appears to be relying on the same on-again, off-again 
position that communications access and communications access provider (e.g., access point or 
"network access provider" for example in Lunsford or even Doi) allegedly read on the "service 
opportunities" and "service operator" with respect to the claimed recognizing operation. See 
Amendment (12/23/05). The addition of Lunsford, however, still does not remedy the 
deficiencies in this repeatedly asserted and withdrawn argument by the Examiner which were 
employed in the prior 102 rejections in view of Doi. Specifically, the network access provider of 
Lunsford, as with the operator of the wireless gateway/access point in Doi, are communication 
network providers that are different than the service providing servers (the service provider) in 
Doi. That is, the service of network access and the service offered by the service providing 
servers in Doi are different services from different service providers. Interpreting the network 
access provider and the service providing server to be the same service operator would also be 
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contrary to the privacy arrangement as claimed as well as in Doi since the operator of the "access 
point" or network access actually receives the User ID. 



Thus, in view of at least the foregoing, claim 1 and their dependent claims are 



clearly distinguishable over the cited references, individually or in combination. For similar 
reasons, claims 34 and 37-39 and their dependent claims are also distinguishable over the cited 
references, individually or in combination. 



Furthermore, the Examiner has not adequately addressed the Applicants' 



arguments set forth in the prior reply on September 28, 2006 (which is incorporated herein by 
reference) with respect to claims 4-9, 21, 23, 27, 28 and 34. Further, with respect to at least 
claims 4-9, the Examiner now appears to rely upon Lunsford in the Advisory Action (as best 
understood) and no longer on Doi as in the numerous prior office actions, thereby reflecting a 
new basis of rejection requiring at the least withdrawal of the Finality of the rejection and a new 
Office Action. Consideration of these and the previously submitted arguments are respectfully 
requested. Accordingly, these claims are further distinguishable over the cited references. 



The Commissioner is hereby authorized to charge any additional fees, including 



extension fees, which may be required for consideration of this paper or credit any overpayment 
for an extension of time to Deposit Account No. 13-4500 , Order No. 4208-4007 . 



Correspondence Address : 
MORGAN & FINNEGAN, L.L.P. 
345 Park Avenue 
New York, NY 10154-0053 
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Respectfully submitted, 
MORGAN & FINNEGAN, L.L.P. 



Dated: January 5, 2007 




James Hwa// 
RegistratiMNo. 42,680 
(202) 857-7887 Telephone 
(202) 857-7929 Facsimile 



